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* REMARKS 
In response to the alcove-identified Final Office Action, Applicant seeks 

reconsideration thereof. In this response, no claims have been amended, no claims have 

been added and no claims liave been cancelled. Accordingly, Claims 1-13 are pending. 

I. Information Disclosur e Statement Objection Under 37 CFR 1.98(a)(2) 

In the outstanding Final Office Action ("Final Action"), the Examiner refuses to 

consider the information disclosure statement filed on 4/7/2004 for failing to comply 

with 37 CFR 1.98(a)(2) which requires a legible copy of each U.S. and foreign patent and 

all publications or portions thereof causing them to be listed. Applicant respectfully 

submits, all copies of the foreign patents and publications, except for JP56150694 and 

JP61025673, listed on the information disclosure statement filed on 4/7/2004 were 

submitted in the parent case. Please see Image File Wrapper for U.S. Application Ser. 

No. 10/354,491 shown on the Patent Application Information Retrieval System. In 

regard to foreign patents JP56150694 and JP61025673 they are included herewith for the 

Examiner's consideration. 

a <34ms Rejected Under 35 U.S.C. §102 

A. In the outstanding Final Action the Examiner rejects Claims 1-3, and 9-13 under 
35 U.S.C §102 as being anticipated by van der Linden et. al., U.S. Patent No. 4,732,412 
(" Linden" ). Applicant respectfully traverses the rejection for at least the reasons set 
forth below. 

It is axiomatic that to anticipate a claim every element of the claim must be 
disclosed within a single relerence. With respect to Claim 1, Applicant respectfully 
submits that Linden fails to disclose first and second pipe segments having a core and a 
composite reinforcement ciTCumferentiallv surrounding the core. The Examiner asserts 
that asbestos cement jacket 5 constitutes the composite reinforcement. One of ordinary 
059910.P004D 4 10/820,574 
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skill in the art would not understand asbestos cement to provide any increase in hoop 
strength or reinforcement to an underlying pipe. One of ordinary skill in the art would 
know that asbestos cement is an inherently brittle material, susceptible to cracking and 
has a low impact resistance. As evidenced by Linden, asbestos cement is used 
commerically as a barrier against water and corrosion, not a composite reinforcement to 
an underlying pipe as required by the instant claims. Thus, neither Linden nor the 
knowledge of the skilled artisan may be relied upon to teach at least this element. 

Even if one were to accept for the sake of argument that asbestos cement 
constitutes a composite, it does not constitute a composite reinforcement. Applicant is 
entitled to be his own lexicographer. Composite reinforcement requires a resin matrix 
and suitably selected fibers. See page 4, lines 5-34. As asbestos cement constitutes 
neither of these elements. l or at least this reason, the rejection of Claim 1 sould be 
withdrawn. 

With respect to Claims 10 and 12, the errors of Claim 1 are excacerbated. In 
Claims 10 and 12, there is an explicit claim to the improvement and hoop strength 
created by the joint tape. As an additional matter, Claim 10 is written in means plus 
function language. Thus, the broadest reasonable interpretation for composite 
reinforcement means and joint tape means are consistent with those structures 
described in the Specification. Nothing in linden remotely discloses a structure 
analogous to that as described in Applicant's Specification. Thus, Claim 10 which is 
governed by U.S.C. §112, paragraph 6 cannot be anticipated by Lindqfl as a matter of 
law. 

Moreover, in regard to Claims 10 and 12, Applicant respectfully submits, these 
claims further recite the element of a joint tape overlaying the joined ends of the pipe 

Wgment to provide hoop fftrerjg+h and roinf^r^monf. £f»o<ci£«?nJ]y>, OIa^w lO rwcitva a 
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''joint tape means rirairnferentially overlaying the first ends adjacent the cutback region 
to provide hoop strength" iind Claim 12 recites a "joint tape circumferentially 
overlaying the first and second pipe segments at the cutback region to provide hoop 
reinforcement/ 7 

There is no evidence whatsoever that the sleeve system of Under) provides 
increase hoop strength at the joint Instead, Linden teaches the purpose of the invention 
and its components (i.e., jacket 5) are to provide a barrier against corrosion and water 
in gress . See Linden, col. 1, lines 10-15. A jacket 5 suitable for protecting against 
corrosion and moisture would not necessarily provide any sort of hoop strength or 
reinforcement to the underlying core. Thus, Linden itself does not support the 
Examiner's conclusion, 

The Examiner cites to element 1 of Linden as teaching this element yet recognizes 
nowhere does Linden expressly teach element 1 provides hoop strength or 
reinforcement See Final Action, page 3, paragraph 6; page 5. Instead, the Examiner 
states this limitation is met because it is an intended use that does not result in a 
structural difference from the prior art and further that element 1 inherently provides 
some hoop reinforcement. JSee Final Action, page 5. Applicant respectfully submits the 
Examiner is mistaken on both conclusions. 

The structure of a material is determinative of whether the material will provide 
hoop reinforcement when applied to a pipe. Mere circumferential attachment of a sheet 
material 1 to the perimeters of first and second pipe segments, as stated by the 
Examiner, does not necessarily result in a material capable of providing hoop 
reinforcement As evidenced by Applicant's specification, hoop strength may be 
reinforced where the overlying material has fibers running substantially in the 

circumferential direction with rolafcivoly £nw pm-pon Wi r*t*l of fifccro or wkcre tke £1><±<-a 
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of a particular density, number and strength. See Application, page 5, paragraph 
[0017]. Nowhere does Linden indicate the sheet material 1 has such features. Instead, 
Liflden teaches element 1 is. a polymeric material of a sleeve. See Linden. Col. 8, lines 
21-23. The only requirement of the sheet is that it is capable of protecting the exposed 
pipe from the heat required for welding. See Linden, CoL 7, lines 41^16. Thus, there is 
no teaching in Linden that ihe polymeric material 1 of the sleeve possesses a structure 
capable of providing hoop rstrength or reinforcement to pipe segments. Moreover, 
material 1 would not necessarily provide hoop strength since Linden does not require 
such a quality and the Examiner has not shown that circumferential attachment alone 
would necessarily provide hoop strength to an underlying pipe. Thus, Linden further 
fails to teach or suggest at loast this element as recited in Claims 10 and 12. 

In respect to the dependent claims, they are patentable as dependent on 
patentable independent claims. However, with respect to Claims 3 and 13 while the 
Examiner makes the bald assertion that a primer coat is taught by Linden the Examiner 
fails to point to any such teaching and Applicant has been unable to find any such 
teaching in the reference. Accordingly, for this additional reason, the rejection of 
Claims 3 and 13 should be vrithdrawn. Moreover, with respect to Claim 4, the assertion 
that a tape is made of a resin material is necessarily saturated with a resin material as 
erroneous as a matter of Jaw. By way of example, a tape may be made entirely of a 
resin. However, the plain meaning of the term saturate requires at least one additional 
material that is not the resin otherwise is not possible for there to be saturation. 
Additionally, the resin may be on an impermeable backing, which would also not 
permit saturation. Applicant refers the Examiner to any standard dictionary which will 
provide a definition such as, to fill completely with something that permeates or 

059910.P004D 7 10/820,574 
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pervades- It is nonsensical to refer as a resin saturated by itself. For this additional 
reason, the rejection of Claim 4 should be withdrawn. 

With respect to Claim 9, the Examiner has not pointed to and Applicant has been 
unable to discern that any teaching or suggestion in Linden of at least one line of hot 
melt running a warped dinrction to stabilize the plurality of weft fibers . The Examiner 
has merely asserted that th< j reference teaches one line holt melt running a warped 
direction. While Applicant does not agree with this characterization, the Examiner has 
not even pointed to a citation or reference in support of this assertion, the Examiner has 
appeared to ignore the modifying clause of Qaim 9 and for this additional reason, the 
rejection of Qaim 9 should be withdrawn. 

In view of the foregoing, it is respectfully requested that the final rejections of 
Claims 1-3, 9-13 under 35 U.S.C. §102 as being anticipated by Linden be withdrawn. 
B. In the outstanding Fi nal Action the Examiner further rejects Claims 1, 4-7 and 10- 
11 under 35 U.S.C. §102 as being anticipated by Galloway, U.S. Patent No. 3,053,724 
("Galloway-). 

As an initial matter, it is noted that Claims 10 and 11 are written in means plus 
functional language and therefore govern by U.S.C §112, paragraph 6. Thus, the 
Examiner is obligated to find structures analogous to those disclosed within the 
specification in the effort to anticipate Claims 10 and 11. Galloway does not provide 
such structures. Accordingly, it is respectfully submitted that the rejection of Claims 10 
and 11 under 35 U.S.C. §102 should be withdrawn. 

In regard to Qaim 1, Applicant respectfully submits that Galloway fails to teach 
at least the element of a first and second pipe segment each having a core and a 
composite reinforcement circumferentially surrounding the core. Galloway teaches a 

method of splicing: caction* .-if a hoavy-Axity diocJ-iox*£<* W. CalUw^y t«**cK«& that thu 
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hose is comprised of an inner rubber or comparable tube with a plurality of plies of 
rubber impregnated fabric would spirally around the inner tube. See Galloway, Col.2, 
lines 27-35. The Examiner alleges elements 2 and 2' teach first and second pipe 
segments, respectively, and 4, 4' teach a composite reinforcing drcumferentially 
surrounding the core of eai:h segment. See Final Action, page 3, paragraph 7, 

Applicant respectfully disagrees with the Examiner's characterization of 
Galloway and submits the teachings of Galloway prevent the Examiner's conclusion 
that the "flexible hose" of Galloway teaches Applicant's claimed "pipe/ 7 The Examiner 
relies entirely on the definition of "pipe" found in Webster's dictionary to support his 
conclusion that a "flexible hose" is a "pipe," See Final Action, page 5. Such reliance is 
inappropriate where the reference itself consistently uses the term "pipe" to mean 
something else. Galloway itself explicitly distinguishes between "pipes" and flexible 
hoses. Thus, the reference belies the Examiner's interpretation. In particular, Galloway 
expressly teaches that elements 26, 28 are "pipes." See Galloway, col. 4, lines 12-16; 
Figure 1. Galloway further teaches that "pipes" 26, 28 are connected with "flexible 
hoses." See Galloway, col. 4, lines 22-25. As illustrated by Figure 1 and taught by the 
specification, pipes 26,28 are functionally and structurally different from the flexible 
hose sections 2,2'. Thus, construing "flexible hose" to mean a "pipe" as suggested by 
the Examiner is inconsistent with the manner in which the terms are used in Galloway 
and would render the teachings of Galloway nonsensical and redundant. It is well 
settled that the manner in which terms are consistently used throughout the 
specification must prevail over an inconsistent alternative meaning, therefore the 
Examiner's reading must fail. Interactive Gift Express, Inc. v. Compuserve, Inc., 256 R3d 
1323, 1335 (Fed. Cir. 2001). Accordingly, the Examiner has not shown, and Applicant 

059910.P004D 9 10/820,574 
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has been unable to discern, any portion of Galloway teaching a first and second pipe 
segment having a core and composite reinforcement. 

As an additional matter, Applicant's claims require that the ends of the pipe 
segments be joined together- There is no teaching or suggestion in Galloway that the 
segments of Galloway are joined (e.g., welded together), rather the segments are 
retained in adjacent relation while overlaid with various layers of additional material. 
Since Galloway fails to teach each element of Claims 1 and 10, anticipation may not be 
found. 

With respect to Claim 4, the Examiner's finding of rubber impregnated tire cord 
fabric in Galloway still fail*, to teach or suggest a resin saturated reinforcement tape as 
claimed. First, the rubber U not a resin as the term is conventionally understood and 
second, there is no indication that the impregnated rubber "saturated" the 
reinforcement tape. At least for this reason, the rejection of Claim 4 should be 
withdrawn. 

Moreover, with respect to Claim 6, Claim 6 further recites the element of a resin 
reinforcement tape comprised of a warp-dominated fiber material. The Examiner 
alleges this element is taught in Col. 3, lines 45-52 of Galloway . Applicant has reviewed 
the portion of Galloway relied upon by the Examiner and has been unable to discern 
any teaching of a resin reinforcement tape made of a "warp-dominated" fiber material 
as recited in Claim 6. Instead, Col. 3, lines 45-53 of Galloway merely discusses that the 
cord fabric 15, which is similar to 14 (rubber impregnated tire cord tape), has warp 
yams extending at a like angle to the mandrel axis. There is no teaching or suggestion 
in Galloway that the warp yams dominate the fiber material. Accordingly, for at least 
die reasons set forth above, Galloway does not teach or suggest all the elements of 

059910 JP004D 10 10/820,574 
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Claim 6. Since Galloway f ails to teach or suggest each element of Claims 6, anticipation 
may not be found. 

In regard to Claims i,5,7 and 11, Applicant respectfully submits Claims 4, 5 and 
7 depend from Claim 1 and Claim 11 depends from Claim 10. Thus, since Claims 4, 5, 7 
and 11 incorporate the limitations of Claims 1 and 10, respectively. Galloway does not 
teach each element of the claims for at least the reasons discussed above with respect to 
Claims 1 and 10. Since each element of Claims 4, 5, 7 and 11 is not taught by Galloway, 
anticipation may not be foiuid. 

In view of the foregoing, it is respectfully requested that the final rejections of 
Claims 1, 4r7 and 10-11 under 35 U.S.C §102 as being anticipated by Galloway be 
withdrawn. 

m. Claims Rejected Under 35 U.S.C §103 

In the outstanding Final Acton the Examiner rejects Claim 8 under 35 U.S.C. 
§l03(a) as being obvious over Galloway, in view of Ewing et. al v U.S. Patent No. 
4,023,834 (" Ewing "). Applicant respectfully traverses the rejections. 

To establish a prima facie case of obviousness, the Examiner must show that the 
cited reference teaches or suggests every limitation of the claim such that the invention 
as a whole would have been obvious at the time the invention was made to one skilled 
in the art. 

Claim 8 depends from Claim 1 and incorporates the limitations thereof Thus, at 
least for the reasons discussed above with respect to Claim 1, Galloway fails to teach or 
suggest at least the element of a first and second pipe segment having a core and a 
composite reinforcement drcumferentially surrounding the core as included in Claim 8. 
The Examiner has not pointed to, and Applicant is unable to discern, any portion of 

"Rwinp teaching this element. Thufi, for the redone cot forth above, fcko a«aKa<4 upon 

059910.P004D 11 10/820,574 



PAGE 16/24 * RCVDAT 10124/2005 8:08:00 PM [Eastern Daylight Time] * SVfcUSPTO-EFXRF-U ' DNIS:8729306 * CSID : 3 1 08205720 ' DURATION (mm-ss):06-06 



Oct-24-2005 * 05:11pm Frora-BSTZ LA 



3108205720 



T-312 P. 01 7/024 F-027 



references fail to teach or suggest at least this element of Claim 8. Since every element is 
not taught or suggested by Galloway in view of Ewing, a prima facie case of obviousness 
has not been established. 

Moreover, the Examiner has improperly combined the references of Galloway 
and Ewing in attempting to render Claim 8 obvious. The Examiner alleges it would 
have been obvious to a person having ordinary skill in the art at the time the invention 
was made to substitute the nylon fibers of Galloway with glass fibers because they are 
equivalents. Applicant respectfully submits, knowledge that materials are equivalent 
would not motivate one of ordinary skill in the art to substitute nylon fibers for glass 
fibers because there would be no recognized advantage to making the substitution. The 
motivation and desire to modify what is already known arises when the modification 
will result in some sort of desired advantage or increased performance. By the 
Examiner's own admission, there would be no benefit to reconstructing Galloway in 
view of the teachings of Ewing * Thus, it is only upon viewing Applicant's disclosure 
that the desirability of using an isopolyester resin and glass fibers seated in the 
polyester resin is recognized. Such hindsight reconstruction is also not an appropriate 
basis for finding obviousness. Accordingly, even if it were possible to combine 
Galloway with Ewing to arrive at Applicant's invention, there is no motivation to do so. 

For the foregoing re.isons, Applicant respectfully requests reconsideration and 
withdrawal of the final rejection of Claim 8 under 35 U.S.C. §l03(a) over Galjiovy^y in 
view of Ewing . 
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CONCLUSION 



In view of the foregoing, it is believed that all claims now pending are now in 
condition for allowance and such action is earnestly solicited at the earliest possible 
date. If there are any additional fees due in connection with the filing of this response, 
please charge those fees to our Deposit Account No. 02-2666. Questions regarding this 
matter should be directed to the undersigned at (310) 207-3800. 



Respectfully submitted, 

BLAKELY, SOKOLOFF, TAYLOR, & ZAFMAN LLP 



Dated: October 24. 2005 



Bv : C^/^fl^J^ C^tO^L^ 




Thomas M. Coester 



Reg. No. 39,637 



12400 Wilshire Boulevard 
Seventh Floor 

Los Angeles, California 90025 
(310)207-3800 




CERTIFICATE OF FACSIMILE 
I hereby certify that this correspondence is being transmitted via 
facsimile No. (703)872-9306 to: Mail Stop AF, Commissioner for 
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